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CW: PTO alone is Responsible  
for Claim Scope   

Applicants can initially claim as 
broadly as they wish 

PTO has duty to cull invalid claims 

Pressure on PTO to police § 112 

 



Broad Initial Claiming is 
Dangerously Wrong 

Applicants have a duty to file claims that 
do not exceed what they invented. 

Knowingly & willingly overclaiming is a 
felony.  

 



35 U.S.C. § 115: Oath 



How to Overclaim 
 

 Unlikely with structural claims. 
–Claims provide §112 support 

Unlikely with §112(f). 
–§112(f) is an overclaiming safe-harbor 

Easy with pure functional lang. 
–Yes.  See written description cases 

 

 
 



Implications for Patent Bar 
 Applicants have duties wrt scope 

Analogy to Tax Ethics: 
–Planning & Avoidance / Evasion  

Patent Bar deserves clarification: 
–What was invented? 

–When/how can we use functional 
claiming? 

 


