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A mark Is famous. ...

IiF 1L 1S “Widely recognized 1y,
thergeneraifcensuming puialic
ofi the: United States.”

TDRA



“General Consuming Public?

Buit: " Generallpulklic = Consuming pubklic

Q. Why: the deliberate redundancy?

A, VUst mean consUmers o tiie proauct:



[T Who? IS answered as

“CONSUMErS of thie proguct: caregory;:

then unRIverse may: e defined by such
flacters) as:

Age Moederm Viaturby,
Genaer Menistat
Geogapny ISetoner

[DEES IS epen! the deor te “niche fiame:?






Varks
15t comer 2d comer

EFamous X

DIstiActve X
Similarity. K& 2>Y
BlUrAng

ASseclations X €———-—-—- Y

Impair distinctiveness X

Farnishment
ASsEciations X €-——-—-—-—- Y
IHarm reputation X






TDRA:

=,..the ewner of a famous mark
..shall be entitied teran InjunRction
Agalnst anether persen Who), at
any. time: a/ic): the OWRER'S mark
[Ias PECOME fameus, COMMENCES
Use of a mark ... that Is likely to
cause dilution...”
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When to Veasure Fame?

Statute says fame needs to have: existed
Prior to INfHNgers actions.

[iEyou wanit: tor rely onl direct: eVvidence,
Pest not te Walt fier Infiingers to ceme
AlGRE=NPERCHIMEKS e RO






Using| Surveys to Measure EAME:

PepplerBeac Co, er al. Vi our 18, Lid.
US.D.C S.D. Texas 1996.

QUestion askea ol ol 15 goliers:

“1n yeur epinien, What are the mest
ameUs golfi courses; lecated within
the United States? You can tell me
up to five.”



Characteristics of Question:

IHas respendent think iRl terms; of “fame”

Mentions Preduct category. (geli courses)

DeEs Mot mention name: off Birancl beng
assessed (PebnhlerBeach)

Relles on tUnaided recall
(net aided! recall or recegnition)

PEMMItS respendent ter mention mere Hian epe
answer

Relies o aggregatien acress respondents for
percentages (“the public mind®)



13,000+ regulation 18-hole golf courses in U. S.

The prebanility of any ene of the 13,000+ courses being
Ramed as a tep five ceurse Is less than .0004%.

Pebble Beach — most freguently: named; course
87 %0 0ff liespendents

Pinehurst #2 - fourth-most named ceurse by
2590 0ff respendents

£rgo; plaintiffis’ golif courses Were famous.



Empircally: Determine: SIMILARITY?

Similanity: of:
Appearance, sound; meaning

Approeaches:
s Mult-BimensionallScaling
s Conjoint Measurement



BILURRING DEEINED:

dilbitien by BIOFANRG" IS 25506/2006)]
arsing frems the: similanty Between a mark
OIf trade: name' and' a famoeus mark: iizL;

TIPS WIENa/sHIEHYE/e5S 0l e iainels
mark.”

TDRA, 2006



What IS DISTICTIVENESS?

“the public’s perception: that
the mark signifies semetning
LIfleILIE SIfIEILIELE OF QelfieLfElf

HR Rep No 104-374
(“*ETDA” off 1996)
at 3.



BLURRING MEASURED:

Longitudinal (ever time) measurement of
Assoeclatieons that Impair DistinctivVeness

PEIRPIE BEACI GO, el dls Ve U6, Lid..
1996



Peppble Beach. er al. v. lour 18, Lid

Twe waves: Respondents interviewed 7 te 14" days apart

“Befiore you heard about Teur 18, did yeu: think
youl ceulaplay:a hole called the 14th hole at
Pelhble Beachr only at the Pelhble Beach Golf
Links: inl Califernia;, 6r did youl alser think you
could play. It semewiere: else7=

“[De your knew: eft any’ regulation: 18=hole goli
course outside off California that identifies one: of
LS holes as a Pebhble Beach hole?”



Know! of “somewhere else™ to play hoele?

PhlfBeach  Plnehurst

Befere learming
off Tour 18 “INO* 13% 76%

After learming
of Tour 18 “YES” 89%0 (2%



TARNISHMENT DEEINED:

dilution by, tarmiIsSRmMeERt IS Z5506/200/7
arsing frems the: similanty Between a mark
OIf trade: name' and' a famoeus mark

iat-laEisTle e plitctioR e e ameUS
fiflelf e

TDRA, 2006



TARNISHMENT MEASURED:

AnRneuser-Busch, 11Ac. V.
Balavecel Puyuolications

Revg 814 F Supp 791, 261 USPOQ2d (ED Mae 1993),
cert denied 513 US 1112 (1995).



Snicker

Trableid
Distrbuted 1 St. Lours

Alengl withr paredies; contained ads o)
authentic products

Back page. ofi Issue 6 hiad an ad fer
“Michelolr Only”



A ONE TASTE|
AND
YOU'LL

At the rate it's being dumped into our
oceans, lakes and rivers, you'll drink it
olly sooner or later, anyway.







“As a result of seeing this maternal, would you be more likely or less
likely to BUN Michelolb beer, or wouldn't it matter?”

Saw: ad fer Micheloh

DRY. OILY DITEERCE
9% 9%
More likely 26 3 2990
Less likely: / 2.2 11596
Wouldnft matter ™ 67 75
DORAIt KNeW, 0 0)

N:B. Similar findings for “DRINK Micheleh heer.”



What Not To Do

IHershey Eeods Corp. et al. vz Mars,
INe.

U.S.D.C. Middle District of PA (1998)
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PEANUT BUTTER , — ©




2 PEANUT BUTTER CUPS o

. fPeeses; | 2 PEANUT BUTIE
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Reguired twe: surveys:
Acguired distinctiveness
off Reese’s trade dress

Diiutien (quar Bluiring)
caused ky: M&M's trade dress



2 PEANUT BUTTER CUPS J
~ NETWT. 1.6 0Z. (45 g}

¥ AABCABC ABCABC ABCA
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Company¥

BRAND

ABCA ADCABCABG ABA ABCABCA ABCA

RV X iy




Nestie

opf nger _.

Butte

Company Y

BRAND X BHANDX

abcabeab, abcabeabe, abeabe-abeabca!




Dalicious Mik Chocolale/Crisp Buiee Toftes

COMPANY'Y

Abcabeabe Abca AbcabrzbezhiAbeah Aboabs Abrabt




Einding:

Uponiseeingl the card representing
Reese’s trade dress,

9% 1dentifiedl the brand as
REESe’'s Peanut Buitter Cups

Court held trade dressihad
acquired distinctiveness



To Assess Dilution via Blurring

Used a second comparanie test greup.

Instead of card representing Reese's, trade
@dless,

Lised card representing M&Vi'sitrade dress



ABCABC )

_ABCABC_




Key: Eindings:

Shown dress of: |dentified it as: )
REEse’'s REESEe’'S 04
MI&EIVI'S MI&IVI'S 1

REese's 51



Court Found:

Pilttien; via BIUFTNG --
Not established!

Stimull’ tested were “net used In
COmMIMEerce”



EINTS

fhanks!
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